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Office Action Summary 



Application No. 
09/403,440 



Applicant(s) 

Lane, D P 



Examiner 

Minh-Tam Davis 



Group Art Unit 
1642 




H Responsive to communication(s) filed on Jan 13, 2000 . ■ 

□ This action is FINAL. 

□ Since this application is in condition for allowance except for formal matters, prosecution as to the merits is closed 
in accordance with the practice under Ex parte Quayle, 1935 CD. 11; 453 O.G. 213. 

A shortened statutory period for response to this action is set to expire 1 month(s), or thirty days, whichever 
is longer, from the mailing date of this communication. Failure to respond within the period for response will cause the 
application to become abandoned. (35 U.S.C. § 133). Extensions of time may be obtained under the provisions of 
37 CFR 1.136(a). 

Disposition of Claims 

Kl Claim(s) 7- 27 is/are pending in the application. 

Of the above, claim(s) ___ __ is/are withdrawn from consideration. 

□ Claim(s) „ - is/are a,,owed * 

□ Claim(s) _ _ is/are ejected. 

□ Claim(s) is/are objected to. 

Kl Claims 1-27 are subject to restriction or election requirement. 

Application Papers 

□ See the attached Notice of Draftsperson's Patent Drawing Review, PTO-948. 

□ The drawing(s) filed on is/are objected to by the Examiner. 

□ The proposed drawing correction, filed on . is [^approved [disapproved. 

□ The specification is objected to by the Examiner. 

□ The oath or declaration is objected to by the Examiner. 

Priority under 35 U.S.C. § 119 

□ Acknowledgement is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d). 

□ All □ Some* □ None of the CERTIFIED copies of the priority documents have been 

□ received. 

□ received in Application No. (Series Code/Serial Number) . 

□ received in this national stage application from the International Bureau (PCT Rule 17.2(a)). 
"Certified copies not received: 



□ Acknowledgement is made of a claim for domestic priority under 35 U.S.C. § 1 19(e). 

Attachment(s) 

□ Notice of References Cited, PTO-892 

□ Information Disclosure Statement(s), PTO-1449, Paper No(s). 

□ Interview Summary, PTO-413 

□ Notice of Draftsperson's Patent Drawing Review, PTO-948 

□ Notice of Informal Patent Application, PTO-152 
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DETAILED ACTION 



SEQUENCE RULE COMPLIANCE. 

This application contains sequence disclosures that are encompassed by the definitions for 
nucleotide and/or amino acid sequences set forth in 37 C.F.R. § 1.821(a)(1) and (a)(2). However, 
this application fails to comply with the requirements of 37 C.F.R. §§ 1.821-1.825 for the 
reason(s) set forth on the attached Notice To Comply With Requirements For Patent Applications 
Containing Nucleotide Sequence And/Or Amino Acid Sequence Disclosures. 

Furthermore, each time a sequence is recited either in the claims, in the figures or in 
the specification, said sequence is required to be identified with a sequence identification 
number. 

Applicant is given ONE MONTH, or THIRTY DAYS, whichever is longer from the date 
of this letter within which to comply with the sequence rules, 37 CFR 1 .821-1 .825. Failure to 
comply with these requirements will result in ABANDONMENT of the application under 37 CFR 
1.821 (g). Extensions of time may be obtained by filing a petition accompanied by the extension 
fee under the provisions of 37 CFR 1 . 1 36(a). In no case may an applicant extend the period for 
response beyond the SIX MONTH statutory period. Direct the response to the undersigned. 
Applicant is requested to return a copy of the attached Notice to Comply with the response. 
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Election/Restrictions 
1. Restriction is required under 35 U.S. C. 121 and 372. 

This application contains the following inventions or groups of inventions which are not so 
linked as to form a single general inventive concept under PCT Rule 13.1 . 

In accordance with 37 CFR 1 .499, applicant is required, in response to this action, to elect 
a single invention to which the claims must be restricted. 

I. Claims 1 -9, 1 1 , drawn to a method of preventing or treating a condition 
comprising disrupting the binding of human p53 and mdm2. 

II. Claims 1 -2, 1 0, 1 1 , drawn to a method of preventing or treating a condition 
comprising inhibiting the production of mdm2. 

III. Claims 1 2-20, drawn to a method of activating p53, comprising 
disrupting the binding of human p53 and mdm2. 

IV. Claims 12, 21 , drawn to a method of activating p53, comprising inhibiting the 
production of mdm2. 

V. Claims 22-27, drawn to a method for screening substances that disrupt the binding 
of human p53 and mdm2. 

VI. Claims 22-27, drawn to a method for screening substances that inhibits the 
production of mdm2. 

In addition, upon the election of any of groups I-IV, further election of the following 
patentably distinct species of the claimed invention is required: 
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1) A peptide having an amino acid sequence corresponding to human p53, 2) A peptide 
having a motif FxxW, 3) an antibody capable of blocking a p53 binding site of mdm2, and 4) an 
antibody capable of blocking mdm2 binding site of p53. 

Cancer, or viral condition or other conditions. 

In addition, upon the election of any of groups V-VI, further election of the following 
patentably distinct species of the claimed invention is required: 

Peptide or a fusion of a peptide. 

Microinjection into cells, or transport into cells. 
2. The inventions listed as Groups do not relate to a single general inventive concept under 
PCT Rule 13.1 because, under PCT Rule 13.2, they lack the same or corresponding special 
technical features for the following reasons: 

The method of group I is distinct from the method of group II, because they work by 
different mechanisms. Similarly the method of group III is distinct from the method of group IV, 
because they work by different mechanisms. The methods of groups I-II are distinct from the 
methods of groups III-IV, because activating p53 does not necessarily mean that a condition is 
treated or prevented. The methods of groups V-VI are distinct from the methods of groups I-IV, 
because they have different method objectives, steps and reagents used. The method of group V 
distinct from the method of group VI, because different substances are screened for in the two 
methods. 





Application/Control Number: 09/403440 



Page 6 



Art Unit: 1642 

Should applicant traverse on the ground that the species are not patentably distinct, 
applicant should submit evidence or identify such evidence now of record showing the species to 
be obvious variants or clearly admit on the record that this is the case. In either instance, if the 
examiner finds one of the inventions unpatentable over the prior art, the evidence or admission 
may be used in a rejection under 35 USC 103 of the other invention. 

Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Minh-Tam B. Davis whose telephone number is (703) 305-2008. The 
examiner can normally be reached on Monday-Friday from 9:30am to 3:30pm, except on 
Wesnesday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, 
Tony Caputa, can be reached on (703) 308-3995. The fax phone number for this Group is 
(703) 308-4227. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the Group receptionist whose telephone number is (703) 308-0916. 
Minh-Tam B. Davis 
March 21, 2001 




SUSAN UNGAR,$H.D 
PRIMARY EXAMINER 




the following reason(s): 

t n f 37 c F R 1 821-1.825. Applicant's 

1 This application clearly fails to comply with the ' e « u ^ m *™ S °^ 29 May 15 . 1990 and at 55 FR 
' attention is directed to these regulations, pubbhed at 1 1 14 OG a. y 

, 18230. May 1. 1990. 

♦ ■ « * seoarate part of the disclosure on paper copy, a "Sequence 

2 This application does not contain, as a separate pan o, 
" Listing-" as required by 37 C.F.R. 1.821(c). 

*3. A copy o, *. -Stance * -eadaUe ( o,m h as „o, been a S ^ W 

37 C.F.R. 1.821(e). 

'\. A cop, o,«,e "Seance U-tf n ~J^^^5SS!^»~^« 

n S. T*e oo.pu.er .eaaabie .o™ ,ha, ^ been « 

n , T h e papa, copy o, ,ne -Seance U-jf * n* ™ as ,e co m pu«e, ,eaaab,e fMm o, «,e 
U -Sequence Usting" as required by 37 C.F.R. 1 .821 (e). 




□ 



7. Other: 



Applicant Must Provide: . 
An initial or substitute computer readable form (CRF) copy of the "Sequence Usting . 





^ X , th» -qpauence Usting" as well as an amendment directing its 

\£ An initial or substitute paper copy of the Sequence usung . 
entry into the specification. 

A statement that the content of the paper and ^^^^J ?~ 
applicable, include no new matter, as requ.red by 37 C.F.R. 1.^1 
U 825(b) or 1.825(d). 

For questions regarding compliance to these requirements, p.ease contact- 
For Rules Interpretation, call (703) 308-4216 
For CRF Submission Help, call (703) 308-4212 

For Patentln software help, call (703) 308-6856 „ CODnM o P 
PLEASE RETURN A COPY OF THIS NOTICE" WITH YOUR RESPONSE 
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